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DETAILED ACTION 

The Amendment filed 5/26/1 1 has been received, entered into the record, and carefully 
considered. The following information provided in the amendment affects the instant application 
by: 

Claims 1-5, 29-30, 32-33, 35, 37-38, 40-46, and 48-55 have been amended. 
Claims 6-28, 31, 57, and 60-76 have been canceled. 
Claims 77-94 have been added. 
Claims 30 and 32-56 stand as being withdrawn. 
Remarks drawn to rejections of Office Action mailed 11/26/2010 include: 

Claim objections: which have been overcome by applicants' amendments and have been 
withdrawn. 

112 2°'' paragraph rejections: which have been overcome by applicants' amendments and 
have been withdrawn. 

102(b) rejection: which has been overcome by applicant's amendments and has been 
withdrawn. Specifically, as applicants noted, the compounds administered in Marumoto 
were administered directly into the coronary artery of anaesthetized, open-chest dogs 
through the polyethylene catheter at doses of O.l-lOOfig/dog. 

103(a) rejection: which has been maintained in part for reasons of record. It is noted the 
rejection has been withdrawn over claims 2-5 and 29 based on applicant's arguments 
regarding Takeda Chem. Indus., Ltd v Alphapharm Pty., Ltd. The examiner agrees that 
compounds 5d, 5o, 5p, and 5q would not be selected as lead compounds in viewing 
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Marumoto as these compounds have weak potency compared to other compounds 
therein. 

Likewise, the examiner would like to note that claim 59 should be examined with the 
elected group I and will be examined herein. 

An action on the merits of claims 1-5, 29, 58-59, and 77-94 is contained herein below. 
The text of those sections of Title 35, US Code which are not included in this action can be 
found in a prior Office action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 77-79 are rejected under 35 U.S.C. 102(b) as being anticipated by Matsuda et al. 
(Chem. Pharm. Bull., 27(1), 1979, 183-192). 

Matsuda discloses a compound which comprises CONH2 in the instant Ri position which 
is the same as instant compound 39. See compound 24 on page 185. 



Claims 77 is rejected under 35 U.S.C. 102(b) as being anticipated by US 4,225,591. 
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The '591 patent discloses a compound having a F-substituted phenylamino group. See 
compound in example #6 in column 10. 

Claims 77-79 are rejected under 35 U.S.C. 102(b) as being anticipated by US 4,255,565. 

The '565 patent discloses a compound having a 4-F-substituted phenylamino group. See 
compound in example 14 in column 11. this is seen to be the same as compound 28 of the instant 
application. 

Claims 77-79 are rejected under 35 U.S.C. 102(b) as being anticipated by Bressi (J. Med. 
Chem., 2000 vol. 43, pp. 4135-4150. 

Bressi et al. disclose a compound which is the same as that of compound 29 on the instant 
application. See compound 21c in Bressi. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for estabhshing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

The rejection of claims 1 and 58 under 35 U.S.C. 103(a) as being unpatentable over 
Marumoto is maintained for reasons of record. Likewise, claims 80-83 are also rejected herein. 

The claims of the instant application are drawn to various compounds and compositions 
comprising the same. 

Marumoto disclose compounds overlapping in scope with the instantly claimed 
compounds used in the compositions of claims 1 and 58. What is not taught are compositions 
comprising the same wherein there is a physiologically acceptable carrier, excipient, or diluent. 

However, it is well settled that a composition (composition plus carrier) is allowable only 
if no utility is disclosed for the old compound. See Ex parte Erdmann, 194 USPQ 96. It is 
obvious to add a carrier to an obvious compound. See Ex parte Douros, 163 USPQ 667 (PTO 
Bd. App. 1968). In the instant case, Mammoto et al. teach that the compounds are effective as 
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coronary vasodilators. As such, the compositions claimed are seen to be obvious in light of the 
teaching of the compounds and a utility therefor. 

Claims 1, 3, 58 and 77-83 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bressi (J. Med. Chem., 2000 vol. 43, pp. 4135-4150). 

Bressi et al. disclose a compound comprising an NH-cyclopentyl group in the Ri position 
of the instant application. See compound 21c. What is not specifically exemplified is a 
composition comprising the same. 

However, it is well settled that a composition (composition plus carrier) is allowable only 
if no utility is disclosed for the old compound. See Ex parte Erdmann, 194 USPQ 96. It is 
obvious to add a carrier to an obvious compound. See Ex parte Douros, 163 USPQ 667 (PTO 
Bd. App. 1968). In the instant case, Bressi et al. teach that the compounds are effective as in 
inhibiting African trypanosomiasis. Likewise, African trypanosomiasis is known to be a disorder 
which affects humans and oral administration of drugs to humans, such as in tablets or capsules, 
is a normal procedure. As such, the compositions claimed are seen to be obvious in light of the 
teaching of the compounds and a utility therefor. 

Conclusion 

Claims 2, 4-5, 29, 59, and 84-94 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 

the base claim and any intervening claims. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TRAVISS C. MCINTOSH III whose telephone number is 
(571)272-0657. The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia A. Jiang can be reached on 571-272-0627. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/TRAVISS C MCINTOSH IE/ 
Primary Examiner, Art Unit 1623 
August 14, 2011 



